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REMARKS 

Claims 197, 199 to 200 and 202 to 214 are pending in this application. Claims 198 and 
201 have been canceled. Claims 1 to 196 have been canceled in response to a Restriction 
Requirement. Claims 197, 203 and 208 have been amended. No new matter has been added by 
these claim amendments. 

The amendments to claim 197 are supported throughout the specification as filed. 
Support for the terms "plurality" and "each" may be found, for example, at page 8, line 22, 
through page 9, line 10. Support for the phrase "in, on or associated with" may be found, for 
example, at page 14, line 24, through page 5, line 1; and page 15, line 21 through page 6, line 11; 
as well as in Figures 1 and 2. Support for the term "predetermined location" may be found, for 
example, at page 1 5, lines 19-20 and Figures IB and 2B. Support for the term "discrete" may be 
found, for example, at page 16, line 12, through page 17, line 7; and page 32, lines 20-25, which 
refer to Figure 5. Support for the term "associated with magnetic material" may be found, for 
example, at page 9, line 16, through page 10, line 7; and at page 12, line 8, through page 13, line 
24. Support for the phrase "at the time that the cells are immobilized" may be found, for 
example, at page 15, line 24, through page 16, line 11. 

The amendments to claim 203 are supported throughout the specification as filed. 
Support for the term "matching periodicity" may be found, for example, at page 32, lines 20-25; 
page 17, lines 12-24; and page 31, line 18, through page 32, line 9, which refers to Figure 5. 
Support for the term "plurality" may be found, for example, at page 8, line 22, through page 9, 
line 10. Support for the phrase "immobilized in one of said plurality of magnetic receptacles" 
may be found, for example, at page 3 1 , line 1 8, through page 32, line 7. Support for the term 
"other of said plurality" may be found, for example, at page 31, line 23, through page 32, line 5. 

The amendments to claim 208 are supported throughout the specification as filed. 
Support for the term "plurality" may be found, for example, at page 8, line 22, through page 9, 
line 10. Support for the term "mated" may be found, for example, at page 7, lines 10-11; and 
page 7, line 1 7, through page 8, line 5. Support for the phrases "capable of being transferred" 
and "such that a substantial number of said cells is transferred" may be found, for example, at 
page 31, lines 1-13. 

Advisory Action Asserts Indefiniteness of Claims Amended 

The Advisory Action expressed concern over the definiteness of the un-entered claim 
amendments filed January 15, 2006. Applicants have amended the claims herein in response to 
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the concerns expressed in the Advisory Action and respectfully submit the claim amendments 
place the claims in condition for allowance. The amendments to the claims made herein do not 
effect Applicants' comments in the Amendment after final Office Action filed January 13, 2006 
overcoming the obviousness rejection. 

The Advisory Action asserts that claim 197 as amended in the paper filed January 13, 
2006 is indefinite because the meaning of "discrete" location is uncertain, and it is unclear how a 
discrete location differs from other locations. Applicants have amended the claim to clarify that 
a plurality of individual magnetic receptacles are in predetermined locations wherein the 
locations of the receptacles are discrete from one another. The clarifying amendment comports 
with use of the term "discrete" throughout the specification and in particular in the paragraph 
beginning at page 16, line 13. The clarifying amendment also comports with the definition of 
"discrete" in The Merriam Webster Dictionary (1998): "individually distinct[;] noncontinuous " 
(Relevant pages filed herewith). 

The Advisory Action also asserts that claim 197 is indefinite because it is unclear "where 
the claimed device contains the discrete and predetermined location immobilizing the one to 
about five cells, and when the cells are associated with the magnetic beads." Applicants have 
amended the claim to clarify that the claimed device contains the discrete and predetermined 
location immobilizing the one to about five cells "in, on or associated with" the substrate of the 
claims. Applicants have further amended the claim to clarify that the cells are associated with 
magnetic material "at the time" the cells are immobilized in the magnetic receptacles. 

The Advisory Action asserts that claim 203 as amended in the paper filed January 13, 
2006 is indefinite because the term "shares periodicity" is uncertain. Applicants have removed 
the term "shares periodicity" and replaced it with the term "comprises matching periodicity," 
which is fully described throughout the specification and in particular, for example, at page 3 1 , 
line 18, through page 32, line 9, referring to Figure 5. 

The Advisory Action also asserts that claim 203 is indefinite because the specification 
does not disclose "located within" as an alternative to "mated with." Applicants traverse this 
assertion. However, because the term "mated with" may encompass the term "located within," 
Applicants have removed the term "located within" from the claim. 

The Advisory Action further asserts that claim 203 is indefinite because there is no 
antecedent basis for "other cells isolated and arrayed within the cell isolation device." 
Applicants have amended claim 197 and claim 203 to respond to the concern. Claim 197 is 
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amended to clarify that each receptacle of a plurality of magnetic receptacles may contain 
immobilized cells and each receptacle is situated in a location discrete from other magnetic 
receptacles that also may contain immobilized cells. Claim 203 has been amended to clarify that 
the mated cell isolation device is capable of isolating cells immobilized in one magnetic 
receptacle from cells immobilized in other magnetic receptacles. Antecedent basis, therefore, is 
found in claim 197 in cells immobilized in one of a plurality of magnetic receptacles that are 
discretely located from other of a plurality of cells. Further, claim 203 clearly claims that cells 
immobilized in one of the plurality of magnetic receptacles are isolated by the cell isolation 
device from cells immobilized in other of the plurality of magnetic receptacles when arrayed 
within the cell isolation device. 

The Advisory Action asserts that claim 208 is indefinite because it is "unclear as to the 
relationship of the immobilized cells associated with magnetic material to the cells and beads 
required by claim 197." Applicants have amended claim 197 to refer to "magnetic material" 
rather than "magnetic beads." As such, it is clear that "cells associated with said magnetic 
material" in claim 208 are anteceded by the "magnetic material" in claim 197. 

The Advisory Action also asserts that claim 208 is indefinite because it is "unclear how 
cells being transferred from the receptacle to the cell isolation device by centrifugal force defines 
structure of the device claimed." Applicants have amended claim 208 (and claim 203) to clarify 
the structure of the device. As amended, the device is structured so that the substrate is mated to 
the cell isolation device such that the plurality of magnetic receptacles immobilizing said cells 
comprises a matching periodicity with the cell isolation device and when subject to centrifugal 
force is capable of transferring a substantial number of the immobilized cells from the magnetic 
receptacles to the matching periodicity of the corresponding cell isolation device. See Appln. at 
page 32, lines 20-25. Matching periodicity provides the structure necessary for transferring a 
substantial number of the immobilized cells from the magnetic receptacles to the corresponding 
cell isolation device. As such, the structure of the claim should be clear. 



NY01 1 149084 vl 



8 



Attorney Docket No.: 11641/39 
Serial No.: 10/084,063 
Preliminary Amendment after RCE 



CONCLUSION 



Applicants submit that the foregoing amendments respond to the concerns raised in the 
Advisory Action of February 14, 2006 and that the claims are in condition for allowance. 
Applicants authorize the Commissioner to charge any fee due or credit any overpayment arising 
from this communication to Kenyon & Kenyon LLP Deposit Account No. 11-0600. 

An early and favorable action on the merits is earnestly solicited. 



Respectfully submitted, 



KENYON & KENYON LLP 





Teresa A. Lavenue 
Reg. No. 47,737 



1500 K Street, N.W.- Suite 700 



Washington, DC 20005 
Telephone: 202/220-4200 
Facsimile: 202/220-4201 
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disnrus \'dis-kos\ n, pi dfc«cus«es : a disk that is hurled 
for distance in a track-and-field contest 
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